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PRE APPEAL BRIEF REQUEST FOR REVIEW 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

AppL No.: 10/045,724 Applicant: Huddleston, et al Filed: October 26, 2001 

Examiner: Joseph E. Avellino TC/A.U.: 2143 Docket No.: PF02200NA/10-31 

Accompanying Arguments/Discussion 

History: The present application was filed on October 26, 2001 . On or about February 9, 2005 
a first Office Action was mailed that rejected all claims. An Amendment and Response was filed 
on or about June 9, 2005 wherein claim 1 8 was amended to clarify the claim language and 
arguments were advanced seeking to traverse the Examiner's claim rejections. On July 7, 2005 a 
Final Office action was mailed that maintained the original rejections of all 20 claims. An 
Examiner Interview was conducted on August 31, 2005 with an Interview summary mailed on 
September 8, 2005. An After Final response was filed on September 2, 2005 and on September 
30, 2005 an Advisory Action was mailed, which indicated that the arguments presented in the 
After Final Response were not persuasive. 

Status and this Response: Claims 1-20 are pending and stand rejected on varying grounds 
under §102(b) and 103(a). No claims are being amended, canceled, or added and no other papers 
are pending. In view of the comments below, Applicant respectfully submits that the rejections 
have been traversed and thus requests that the Panel reconsider the present application including 
claims 1-20 and withdraw the rejection of these claims. 

a) Claims 1, 2, 5, 8, 9, 11-12, 15, and 17-20 stand rejected under 35 U.S.C. 102(b) as being 
anticipated by Tessler et al (U.S. Patent No. 5,629,868). 

Claims 1,11, and 18 are in independent form with all other claims dependent on the 
closest lower numbered independent claim. As noted in the June 9, 2005 response, the present 
invention deals with various aspects of obtaining appropriate commands from a web site for 
effecting a desired function by an intelligent device. It is noted that Applicant is not claiming all 
approaches for programming a remote control; rather only those methods and apparatus of 
obtaining commands for an intelligent device as specifically defined by the claims. Claim 1 
defines a method that includes defining in a wireless internet access device (WIAD) a desired 
function to be performed by the intelligent device, identifying via the WIAD the intelligent 
device and desired function to a web site through a wireless communication network, returning to 
the WIAD from the web site a subset of control instructions for controlling the intelligent device 
to perform the desired function and forwarding the subset of control instructions to the intelligent 
device all as specifically claimed. 

Page l of 5 
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1 • • Appl. No. 10/054,724 

Accompanying arguments, Pre-App Brief Request, filed November 7, 2005 

Tessler et al. concerns programming a remote control with appropriate data to control a 
selected appliance and may be viewed as related art. The Panel is referred to page 3 second 
paragraph of the September 2, 2005 § II 6 Response for a more detailed characterization of 
Tessler et al. In summary, Tessler et al. discusses a TV remote control 39 that accesses, via an IR 
link, a subscriber station 38 (set top box) to obtain commands from the stations memory to 
control an appliance (VCR). The subscriber station obtains the commands from a cable TV head 
end 3, by selecting sets of control data as they are broadcast. 

Issue: Whether Tessler et al. anticipates the wireless internet access device and functional 
features thereof as recited by claim 1. 

The Examiner in the July 7, 2005 Final Office action construes the TV remote control as 
a wireless internet access device and the subscriber station as a web site, citing col. 2, lines 36- 
50. [Note in the Advisory Action of September 30, 2005 the Examiner states that the Subscriber 
station reads on the WIAD?] In Applicant's view this is not a proper construction of these 
entities. Nothing in Tessler et al. ever mentions or otherwise suggests that the TV remote control 
39 is an internet or web access device and similarly nothing suggests that the subscriber station or 
terminal could or would ever be reasonably construed as a web site. The Panel is referred to the 
September 2, 2005 §1 1 6 Response for a more detailed discussion. Generally the Examiner 
believes that the TV remote control of Tessler et al may be viewed as the claimed wireless 
internet access device (WIAD) based on the Examiner's view that '^wireless internet access" 
should be interpreted as a mere label and that somehow Applicant is reading something from the 
specification into the claim. 

Applicant respectfully disagrees in this instance as claim 1 clearly specifies defining in a 
WIAD desired functions for an intelligent device and identifying via the WIAD and a wireless 
network the function and device to a web site and returning from the web site corresponding 
control instructions to the WIAD. Given a wireless internet access device and claimed 
interaction with a web site and that web sites are those entities accessed via the Internet or Web 
by such devices, as clearly appreciated by those of ordinary skill, Applicant respectfully submits 
that "wireless internet access" should as intended by the Applicant be given the consideration 
that the claim language requires and that this corresponds to what one of ordinary skill would 
give the term. Basically claim 1 includes accessing the Internet via the WIAD since web sites are 
accessed via the Internet and Tessler et al does not show or suggest the corresponding features of 
claim 1 . The Examiner admits in the advisory action that Tessler et al does not show or suggest 

Page 2 of 5 
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Appl.No. 10/054,724 

Accompanying arguments, Pre-App Brief Request, filed November 7, 2005 

internet access by suggesting that adding an explicit reference to access via the Internet to the 
identifying feature of claim 1 would differentiate claim 1 from Tessler et al. While Applicant 
could specify that the wireless internet access device is configured to wirelessly access the 
internet and further that the identifying ... to a web site includes internet access this seems 
unnecessarily pedantic and obfuscating. This is contrary to the policy of being clear as to what is 
claimed and might result in Applicant giving up Equivalents based Patent rights in view of Festo 
and progeny. This is clearly not appropriate under the present circumstances. Thus and in view 
of these reasons, Applicant respectfully submits that the elements of claim 1 that recite 
performance of a process by a WIAD are not shown or suggested by Tessler et al. 
Issue: Whether Tessler et al. anticipates the web site and functional features thereof as recited by 
claim 1? The Examiner maintains that the subscriber station of Tessler et al. is the claimed web 
site and that Applicant is reading limitations into the claim from the specification. Applicant 
disagrees and specifically assures the Examiner and Panel that Applicant is merely reading and 
construing the claim. The claim specifies that a web site is accessed and returns control 
instructions to the WIAD. Tessler et al. does not show or suggest a web site or access thereto as 
claimed, given any reasonable construction. The Examiner in the Advisory Action of September 
30, 2005 maintains that Applicant intended the web site to function solely as a data server. 
Applicant is not sure how the Examiner could be so sure about Applicant's intentions, however it 
is clear that Applicant's claims are limited to a web site and the claimed functionality/interaction 
thereof. The Panel is referred to the September 2, 2005 § 1 16 Response beginning with the Issue 
near the bottom of page 5 and continuing through page 6 for a more detailed discussion. 

Applicant strongly disagrees with the Examiner's suggestion that a server = a web site 
and submits that one of ordinary skill would not construe just any server as being a website, 
simply because as the name has come to imply the server provides data to another entity. There 
are many examples of servers that provide data that are clearly not web sites. Thus and in view 
of these reasons, Applicant respectfully submits that the subscriber station, notwithstanding 
having down stream access to a cable TV head end via reception of broadcast information and 
ability to forward this information to a TV remote control, is not and is not susceptible to being 
reasonably construed as a web site. 

Issue: Whether Tessler et al. anticipates the defining, in a wireless internet access device, a 
desired function to be performed by the intelligent device and functional relationships thereof as 

Page 3 of 5 
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Appl. No. 10/054/724 

Accompanying arguments, Pre- App Brief Request, filed November 7, 2005 

recited by claim 1 . With respect to Applicant's view that Tessler et al. does not anticipate the 
claimed defining process, the Examiner states: 

"Applicant's attention is requested [??] to Tessler, col. 2 lines 40-45. Applicant 

will find out that the subscriber (i.e. the user) selects whichever is of interest from the list 

and then transmits the teach code to the subscriber station. To one of ordinary skill in the 

art, this clearly shows the step of defining a desired function to be performed by the 

intelligent device. By this rationale, the rejection is maintained." 
In Applicant's view sending a teach code that corresponds to a particular appliance from the 
remote control to the subscriber station does not anticipate defining in a WIAD a desired fimction 
to be performed by the intelligent device. The remote control has no idea of what functions will 
be controllable as a result of this activity, although I suppose the user would expect that control 
of ON/OFF and other expected functions of the selected appliance would be provided. 
Issue: Whether Tessler et al. anticipates the identifying the intelligent device and the desired 
function to a web site ... by the WIAD, through a wireless communication network and 
functional relationships thereof as recited by claim 1. 

The Panel is referred to the Issue at the bottom of page 7 and the ensuing discussion on 
page 8-9 for a detailed discussion. Generally the Examiner is viewing the IR link of Tessler et al. 
as a wireless communication network. Applicant submits that those of ordinary skill would not 
view an IR link as a wireless communication network as a network is viewed as interconnected 
facilities suitable for supporting a plurality of wireless paths. 

Regarding independent claim 1 1 and as noted in the June 9, 2005 response, claim 11 
defines a WIAD that interacts via a wireless communication network with a web site to identify 
an intelligent device and desired functionality and thus obtain an appropriate response with 
control instructions from the web site all as claimed. As noted earlier the system of Tessler et al 
and specifically the remote control and the subscriber station are clearly not a WIAD or web site, 
respectively and thus Tessler et al. does not show or suggest the claimed WIAD. 

As noted in the June 9, 2005 response with reference to claim 18a web site is defined 
that interfaces with a WIAD via a wireless communication network to facilitate providing 
appropriate commands to control an intelligent device. Tessler et al. does not show or suggest 
any such WIAD or web site and the subscriber device of Tessler et al. is not subject in good faith 
to being construed as a web site. Furthermore any interaction between the remote control and 
subscriber station is not via a wireless communication network, but rather via an IR link. 
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Appl.No. 10/054,724 

Accompanying arguments, Pre-App Brief Request, filed November 7, 2005 

For at least one or more of the reasons noted above, all elements of the claimed 
inventions are not shown or suggested by Tessler et al, and thus this reference does not support a 
102(b) rejection of independent claims 1, or 11 , or 18 or, at least by virtue of dependency, claims 
that are respectively dependent thereon. Therefore, Applicant respectfully requests that the 
Examiner reconsider and withdraw the rejection of claims 1, 2, 5, 8, 9, 1 1-12, 15 and 17-20 
under 35 U.S.C. 102(b) based on Tessler et al (USPN 5,629,868). 
b) Claims 3, 4, 6, 7, 13, 14, and 16 stand rejected under 35 U.S.C. 103(a) as being 
unpatentable over Tessler et in view of Maymudes (U.S. Patent No. 6,748,278)* Claim 10 stands 
rejected under 35 U.S.C. 103(a) as being unpatentable over Tessler et al. in view of Baun et al 
(U.S. Pub. No. 2003/0197930). As noted in the June 9, 2005 response, Claims 3, 4, 6, 7 and 10 
are dependent on claim 1 and claims 13, 14, and 1 6 are dependent on claim 1 1 . Maymudes or 
Baun et al. do not supply the teachings that are believed to be missing from Tessler et al and thus 
claims 1 and 1 1 are believed to be allowable over these combinations of references whether taken 
alone or together. Thus at least by virtue of dependency claims 3, 4, 6, 7, 10, 13, 14, and 16 
should also be allowable. Therefore, Applicant respectfully requests that the Examiner 
reconsider and withdraw the rejection of claims 3, 4, 6, 7, 13, 14, and 16 under 35 U.S.C. 103(a) 
based on Tessler et al. in view of Maymudes (USPN 6,748,278) and the rejection of claim 10 
under 35 U.S.C. 103(a) based on Tessler in view of Baun et al (US 2003/0197930). 

Accordingly, Applicant respectfully submits that the claims clearly and patentably 
distinguish over the cited references of record and as such are to be deemed allowable. Although 
it is not anticipated that any fees are due or payable other than the separately noted Notice of 
Appeal and Petition for one month extension fee, the Commissioner is hereby authorized to 
charge any fees that may be required to Deposit Account No. 50-3435. 



Respectfully submitted, 



Law Office of Charles W. Bethards, LLP 

P.O. Box 1622 

Colleyville, Texas 76034 

Phone (817) 581-7005 

Fax (817) 281-7136 

Customer No. 51874 



Charles W. Bethards 
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